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DETAILED ACTION 

Drawings 

Upon further reconsideration of the drawing objection, it has been decided that 
the replacement sheet filed on 1/3/2007 is herby entered and the drawing objection is 
moot. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 



Claim 8 is rejected under 35 U.S.C. 102(e) as being anticipated by Aoki et al. 
(US 2002/0170987). 

Aoki et al. shows a fuel injector (1) comprising; a valve needle (26) an armature 
(25) forming an axially movable valve port together with the valve needle, a restoring 
spring (24) acting upon the armature, a magnetic coil (31) cooperating with the 
armature, a valve-seat body (26), a valve closure member (28a) which forms a sealing 
seat with the valve seat body and; a valve sleeve (14) surrounding the armature and the 
valve needle, a wall thickness of the valve sleeve varying across its axial direction (fig 
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2), wherein the wall the wall thickness of the valve sleeve decreases in a discharge 
direction of a fuel (figure 2),wherein a radial cross section of the valve sleeve decreases 
between an inflow-side region and a discharge-side region on a color (figure 2), wherein 
the radial cross section and the wall thickness of the inflow-side region are constant 
from the collar to an inflow-side end of the valve sleeve (figure 2); wherein the 
decreased radial cross section and decreased wall thickness of the discharge-side 
region are constant form the collar to a discharge-side end of the valve sleeve (see 
examiners marked up figure below), and wherein the inflow side region of the valve 
sleeve is formed in one piece with a supply pipe (see examiners marked up figure 
below). 

It is noted that the term "in order to limit noises emissions," of line 13, is being 
considered a functional limitation and is given little or no patentable weight in an 
apparatus claim. 

Additionally, as to the recited process of forming the valve sleeve in one piece 
with a supply pipe, such is a product by process recitation. The patentability of a 
product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or an obvious variant from a product in the prior art, the 
claim is unpatentable even though the prior product was made by a different process 
(see MPEP 2113). 
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Regarding claim 15, the fuel injector includes an intake pipe (8) that extends 
beyond the valve sleeve. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 10 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Aoki et al. (US 2002/0170987). 

Aoki et al. shows all aspects of the applicant's invention as in the rejection of 
claim 8 above, but fails to specifically disclose that the thickness of the valve sleeve is 
about .3 to .6 mm in an inflow-side region and that the thickness of the valve sleeve is 
about .2 to .5 mm in a discharge-side region. 

It would have been obvious to one with ordinary skill in the art at the time the 
invention was made to make the thickness of the valve sleeve about .3 to .6 mm in an 
inflow-side region and the thickness of the valve sleeve about .2 to .5 mm in a 
discharge-side region, since our reviewing courts have held that where the only 
difference between the prior art and the claims was a recitation of relative dimensions of 
the claimed device and a device having the claimed relative dimensions would not 
perform differently than the prior art device, the claimed device was not patentably 
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distinct from the prior art device. Gardner v. TEC Systems, Inc., 725 F.2d 1338, 220 
USPQ 777 (Fed. Cir. 1984), cert, denied, 469 U.S. 830, 225 USPQ 232 (1984). 

Claims 15 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Aoki et al. (US 2002/01 70987), in view of Dallmyer et al. (EP 1 219 825 A1 ). 

Aoki et al. shows all aspects of the applicant's invention as in the rejection of 
claim 8 above except for an intake pipe that extends beyond the valve sleeve, and a 
filter element that is pressed into the valve sleeve. 

However, Dallmyer et al. shows a fuel injector having a filter assembly (282) that 
includes intake pipe (283) that extends beyond the valve sleeve, and a filter element 
(284). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the applicant's invention to add the filter assembly (282) including the intake pipe 
and the filter element to the fuel injector of Aoki et al. and have it pressed into the valve 
sleeve. This modification would allow for the fuel entering the injector to be filtered, as 
taught by Dallmyer et al. 

Response to Arguments 

Applicant's arguments with respect to claims 8, 10 and 14-16 have been 
considered but are moot in view of the modified rejection above. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason J. Boeckmann whose telephone number is 
(571)272-2708. The examiner can normally be reached on 8:00- 5:00, Monday through 
Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Len Tran can be reached on (571) 272-1 1841 184. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/J. J. B./ 

Examiner, Art Unit 3752 

11/3/2008 

/Len Tran/ 

Supervisory Patent Examiner, Art Unit 3752 



